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DETAILED ACTION 
Introduction 

1. Applicants' remarks filed on 1/16/07 have been entered. Claims 1-13 are active. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Election/Restrictions 

3. Claims 14-19 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on 1/16/2007. 
However, since the rejection of the article claims are maintained, as set forth below, the 
restriction requirement is also maintained, and made Final. 

Rejections Based on Prior Art 

4. Claims 1, 2 and 7-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Singh etal. [US 6248802]. 

Singh's invention relates to a polyisocyanurate foam [col. 2, line 19-45; col. 6, lines 14- 
41; col. 5, lines 44-45]. The foams are known to have structural, thermal insulation and fire 
retardation properties for use as a building material. The reaction system may comprise one or 
more auxiliary agents or additives as needed for one or more particular purposes, such as flame 
retardants including tris(2-chloropropyl)-phosphate), tetrabromophthalate esters, and glass fibers. 
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etc. The amount of auxiliary materials or additives is generally between about 0.1 to about 20 
wt% based on 100 wt% of the total foam formulation. Suitable blowing agents include 
hydrocarbon such as isopentane, n-pentane, cyclopentane and mixtures thereof. 

For claims 1, 2 and 7-12, Singh lacks a teaching that the building material has an exposed 
metal facing. However, since it is common and well known that a building panel of a 
polyisocyanurate foam typically comprises aluminum facer as an outer protective layer and also 
provides an improved thermal insulation property (the Official notice in the prior Office action is 
now taken as admitted prior art), it would have been obvious to one skilled in building panel to 
add an aluminum facer to Singh's building material, motivated by the desire to obtain a 
beneficial product improvement. Regarding the residual amount of halogenated blowing agent, 
Singh's hydrocarbon blowing agents, such as isopentane, n-pentane, etc., do not result in residual 
halogenated blowing agent. Regarding the distribution of the fire-retarding fibers (glass fibers), 
since Singh teaches that additives are mixed in the reaction system prior to the formafion of the 
polyisocyanaurate foam, a uniform distribution of the glass fiber in the resultant foam is deemed 
to be an inherent feature of the reaction mixture, because a uniform mixture is inherently 
required for the reactants to be reacted properly. Finally, regarding the Bum Test, since Singh 
teaches all the composition as claimed, a suitable Bum Test result is reasonably considered to be 
an obvious routine optimization to one skilled in the art of flame retardant polyisocyanurate 
foam, motivated by the desire to obtain a required flame retardancy for building use. 

For claim 13, since Singh teaches generally the same composition for the same use as the 
instant invention, a suitable foam thickness is also reasonably considered to be a routine 
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optimization to one of ordinary skill in the art, motivated by the desire to obtain an adequate 
thermal insulation property. 

5, Claims 3-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Singh et al. 
[US 6248802] either evidenced by, or in view of, Swab [US 5102919]. 

The teachings of Singh are again relied upon as set forth above. 

For claims 3-6, Singh's teaching of the tetrabromophthalate esters reads on the claimed 
tetrabromophthalate diols, as evidenced by Swab. More particularly. Swab's invention relates to 
polyisocyanurate foam, and teaches that suitable aromatic polyesters includes commercially 
available tetrabromophthalate diols. It appears that tetrabromophthalate diols is either a species 
of tetrabromophthalate esters genus family, or they are equivalent terms. 

Alternately, since Swab teaches that tetrabromophthalate diols is a suitable aromatic 
esters for forming polyisocyanurate foam, it would have been an obvious selection to one of 
ordinary skill in the art of polyisocyanurate to incorporate it in the reaction mixture, because the 
selection of a known material based on its suitability for its intended use supported a prima facie 
obviousness determination. See MPEP § 2144.07. 

Response to Argument 

6. Applicants argue at Remarks pages 2-3 that Singh does not suggest the combination of 
elements in claim 1 for achieving the stringent flame retardant properties, and Swab only 
acknowledges an objective of achieving a less stringent flame retardency. However, since the 
prior art clearly suggested the benefits of a flame retardant building panel, and nowhere is there a 
teaching by the prior art that product is limited for less stringent flame retardancy, it is unseen 
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how one of ordinary of skill in the art of building would be prevented from maximizing the 
flame retardancy of the prior art for the same use as the instant invention, 

Applicants argue at page 3 that Singh does not teach the specific combination or 
concentration limitations of claim 1, especially Singh fails to mention a metal facing sheet, and 
Office has made an improper hindsight reasoning. However, since applicants fail to traverse the 
Official notice that it is common and well known that a building panel of a polyisocyanurate 
foam typically comprises aluminimi facer as an outer protective layer and also provides an 
improved thermal insulation property, the examiner maintains that the combined teachings of 
prior art render the instantly claimed structure and composition obvious. As to the specific 
combination or concentration limitations of flame retardant, since the prior art renders the 
composition of flame retardant obvious, and suggests the benefits of flame retardancy of building 
panel, a workable degree of flame retardancy is clearly deemed to be an obvious routine 
optimization for an end product for the same use. 

Applicants point to the specification page 1 and argue at pages 3-4 that one of ordinary 
skill in the art at the time of filing obviates the proposed motivation by Office, because there 
would not be a reasonable likehood of success without using mostly CFC and/or HCFC in the 
blowing agent. However, since the specification of present application is not relied upon prior 
art. Applicants' argument is misplaced. If applicants wish to further the discussion over the 
flame retardancy effect of halogenated blowing agents, the examiner suggests that a declaration 
by a disinterested third party is required. 

Applicants argue at page 4 that Singh gives only general guidance and fails to provide 
guidance as to what to optimize and in what combination to optimize components, and Office 
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reasoning amounts to 'obvious to try\ However, since the combined teachings of prior art 
render the general structure and composition of instant invention obvious, and the resultant 
product is for the same use (building panel), including a clear guidance by Singh regarding the 
use of the claimed flame retardant, a workable flame retardency is deemed to be an obvious 
routine optimization to one skilled in the art of building panel, because the utility of the building 
panel dictates that there would be similar flame retardancy for the same use. Applicants' 
argument ignores the clear reasoning provided by the Office. 

, Applicants again point to the specification page 1 and argue at page 4 that one of ordinary 
skill in the art would not expect success in achieving the flame retardant properties with blowing 
agent containing less than 50 wt% CFC and HCFC. However, since the specification of present 
application is not a relied upon prior art, applicants' argument is clearly misplaced. 

AppUcants argue at page 5 that the examiner's Official notice is insufficient to 
supplement the general teaching in Singh in order to achieve the specific of components and 
concentrations that, in combination with one another, make up the whole of Applicant's present 
invention. However, applicants fail to traverse and point out any error in the Official notice. 
Further, since the combined teachings of prior art renders the structure and composition of the 
instant invention obvious, and clear guidance has been provided by Singh regarding the use of 
flame retardant for property improvement, the rejection is 35 U.S.C. 103(a) is proper, and 
appHcants are reminded that the basis of rejection is not 102 based. 

Applicants argue at page 6 that expandable fiber mat in claim 12 cannot be incorporated 
into foam by the suggested process of mixing. However, claim 12 merely recites that the fiber is 
obtained fi-om an expandable fiber mat, nowhere is there a requirement that the integrity of the 



Application/Control Number: 1 0/526,99 1 Page 7 

Art Unit: 1771 

fiber mat must be maintained during mixing. Further, applicants fail to provide any evidence or 
reasoning that why the proposed process would fail. Finally, applicants are reminded that 
product-by-process limitation must be shown on the record to produce a patentably distinct 
article, otherwise the formed articles are rendered prima facie obvious. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi:om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi-om the mailing 
date of this final action. 

8. Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to Victor S. Chang whose telephone number is 571-272-1474. The 
examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Terrel H. Morris can be reached on 571-272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 57 1 -273-8300. 
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